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DETAILED ACTION 
Claim Objections 

1 . Claims 1 , 2 and 8 are objected to because of tlie following informalities: The 
preamble of the claims describes a mail sorting apparatus. However, it appears that 
from reading the specification, the apparatus is for generating documents and stuffing 
them in envelopes which are later addressed to the proper destination, particularly for 
interoffice or internal mall to an organization. It appears that the apparatus is better 
termed "a mall generating apparatus." Appropriate correction is required. 

Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not Identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
Inventton was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. Claims 1-1 1 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Baker (US 6,156,988). Baker discloses the following. 

As described in Clalnris 1 , 2 and 8; 

a. a mail sorting apparatus (35 and 43); 

b. printing employee address information on an unaddressed 
employee mailpiece using a printer situated along a feedpath of a mail 
sorting apparatus, the employee information obtained from at least one 
database of the mail sorting apparatus (see figure 1); 
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c. delivering tlie employee mailpiece to a destination bin designated 
by destination bin infornration stored in the at least one database of the 
mail sorting apparatus (See figure 2, element (37); 

d. placing unaddressed employee mailpieces on the incoming mail 
sorting apparatus (see feeder (21)); 

e. singulating an unaddressed employee mailpiece from the group of 
employee mailpieces and feeding the employee mailpiece along a 
feedpath of the incoming mail sorting apparatus (see figure 2, noting 
destination manager (29)); 

As described in Claims 3 and 8; 

f. repeating the process until all mailpieces have been delivered (note 
that the system of Baker repeats until all mailpieces are sorted); 

As described in Claims 4 and 8; 

g. generating a report indicating a number of employee mailpieces 
printed and delivered and a cost associated with printing and delivering 
the employee mailpieces from the group of employee mailpieces; 

As described in Claims 5 and 9; 

h. the employee information includes employee name and delivery 
code information (see figure 1); 

As described in Claims 6 and 10; 
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i. the employee information Includes a message to the employee 
(note that the information depicted in figure 1 describes room for location 
and name, which is, in essence, a message to an employee); 
As described In Claims 7 and 1 1 ; 

j. the employee information includes a clip art figure (note that the 
information includes a bar code, which can be considered a form of clip 
art): 



4. Claims 1-1 1 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Allen et al (US 5,703,783) in view of Petkovsek. Allen et al discloses the following. 
As described in Claims 1 , 2 and 8; 

a. a mail sorting apparatus (96); 

b. printing employee address information on an unaddressed 
employee mailpiece using a printer (94 and 112) situated along a feedpath 
of a mail sorting apparatus, the employee information obtained from at 
least one database (132) of the mail sorting apparatus (see figure 9); 

c. delivering the employee mailpiece to a destination bin (98 or 1 1 6) 
designated by destination bin Information stored in the at least one 
database of the mail sorting apparatus (See figure 6); 

d. placing unaddressed employee mailpieces on the incoming mail 
sorting apparatus (80); 
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e. singulating an unaddressed employee mailpiece from the group of 
employee mallpieces and feeding the employee mailpiece along a 
feedpath of the incoming mail sorting apparatus (see figure 6); 

As described in Claims 3 and 8; 

f. repeating the process until all mailpieces have been delivered (note 
that the system of Allen repeats until all mallpieces are sorted); 

As described in Claims 5 and 9; 

g. the employee information includes employee name and delivery 
code information (see figure 3, noting that all mail has name and zip 
code); 

As described in Claims 6 and 10; 

h. the employee information includes a message to the employee 
(note the cancellation mark and zip code conveys information to the 
employee); 

As described in Claims 7 and 1 1 ; 

i. the employee information includes a clip art figure (note, for 
example, that the cancellation mark (52) can constitute clip art figure, as 
an eagle appears to be illustrated, for example); 

Allen et al does not expressly disclose, but Petkovsek discloses the following. 
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As described in Claims 4 and 8; 



j. generating a report indicating a number of employee mailpieces 
printed and delivered and a cost associated with printing and delivering 
the employee mailpieces from the group of employee mailpieces (see 
figure 6 of Petkovsek, noting that payment mechanism (34) allows 
payment input and that it would, at the very least, be obvious to one 
ordinarily skilled in the art to have compiled such cost data and invoice 
paid data into a report using the computerized system of Allen et al); 



Both Allen et al and Petkovsek are analogous art because they concern 
mailpiece sorting. 

At the time of the invention, it would have been obvious to a person ordinarily 
skilled in the art to have used the payment system of Petkovsek to keep track of costs in 
the system of Allen et al. 

The suggestion/motivation is to keep track of costs for a corporate internal user 
of a company or to keep track of costs for billing of a company by an outside concern. 

Therefore, it would have been obvious to obtain the invention as described in 
Claims 1-11 by combining Allen et al and Petkovsek. 



5. Claims 1-1 1 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Axelrod et al (US 4,800,506). Axelrod discloses the following. 
As described in Claims 1 , 2 and 8; 
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a. a mail sorting apparatus (10); 

b. printing employee address information on an unaddressed 
employee mailpiece using a printer (12. 20 and 200) situated along a 
feedpath of a mail sorting apparatus, the employee information obtained 
from at least one database of the mail sorting apparatus; (See col. 2, lines 
62-68 and col. 2. lines 1-16, noting that the computer stores this various 
information. Note also that employee mailstops are considered to be 
equivalent to postal zipcodes and street addresses.) 

c. delivering the employee mailpiece to a destination bin designated 
by destination bin information stored in the at least one database of the 
mail sorting apparatus (see col. 20, lines 34-41); 

d. placing unaddressed employee mailpieces on the incoming mail 
sorting apparatus (see figure 2a-2d and 3, illustrates sending printed 
letters to a letter stuffing module as well as sending the printed and stuffed 
envelopes with the letters to mailbag (270)); 

e. singulating an unaddressed employee mailpiece from the group of 
employee mailpieces and feeding the employee mailpiece along a 
feedpath of the incoming mail sorting apparatus (again, see figures 2a-d 
and 3); 

As described in Claims 3 and 8; 

f. repeating the process until all mailpieces have been delivered (note 
that the system of Axelrod repeats until all mailpieces are sorted); 
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As described in Claims 4 and 8; 

g. generating a report indicating a number of employee mailpieces 
printed and delivered and a cost associated with printing and delivering 
the employee mailpieces from the group of employee mailpieces (see col. 
18, lines 30-35 and 55-63); 

As described In Claims 5 and 9; 

h. the employee information includes employee name and delivery 
code information (again, note that employee information of this type is 
considered to be functionally equivalent to a name and address); 

As described in Claims 6 and 10; 

i. the employee information includes a message to the employee (see 
figures la-li, which show various indicia and messages, which can be 
made to refer to any subject one ordinarily skilled in the art could 
reasonably be possessed to include); 

As described in Claims 7 and 1 1 ; 

j. the employee information includes a clip art figure (again, see 
figures 1a-1i and graphical information (F1), as well as col. 6. lines 15-24); 

Axelrod does not expressly disclose use of a mail printing/generating apparatus 
for internal mail. 

At the time of the invention, it would have been obvious to one ordinarily skilled in 
the art to have used the apparatus of Axelrod to mail items exclusively for use in an 
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internal mail environment. Note that such an environment is substantially the same as 
that used for regular postal nnail. The mailstops and room numbers, for example, used 
as interoffice or internal mail address destinations are functional equivalents of postal 
addresses and zipcodes used in the traditional postal system. 

Therefore, it would have been obvious to obtain the invention as described in 
Claims 1-11. 



6. Claims 1-1 1 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Tripathi et al (US 5,832,504). Tripathi discloses the following. 
As described in Claims 1,2 and 8; 

a. a mail sorting apparatus (see figure 1 ); 

b. printing employee address information on an unaddressed 
employee mailpiece using a printer situated along a feedpath of a mail 
sorting apparatus, the employee information obtained from at least one 
database of the mail sorting apparatus; (See col. 5, lines 12-21 .) 

c. delivering the employee mailpiece to a destination bin designated 
by destination bin information stored in the at least one database of the 
mail sorting apparatus (see col. 5, lines 12-21, noting that the term 
"sorting" implies direction to a bin or destination based on various 
appropriate information); 

d. placing unaddressed employee mailpieces on the incoming mail 
sorting apparatus (again, see col. 5, lines 12-21); 
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e. singulating an unaddressed employee mailpiece from the group of 
employee mallpleces and feeding the employee mailpiece along a 
feedpath of the incoming mail sorting apparatus (note that the printer and 
sorter have a feedpath); 

As described in Claims 3 and 8; 

f. repeating the process until all mailpieces have been delivered (note 
that the system of Tripathi repeats until all mailpieces are sorted); 

As described in Claims 4 and 8; 

g. generating a report indicating a number of employee mailpieces 
printed and delivered and a cost associated with printing and delivering 
the employee mailpieces from the group of employee mailpieces (see 
col. 5 lines 55 and 56 and CoL 6, lines 1-30); 

As described in Claims 5 and 9; 

h. the employee information includes employee name and delivery 
code information (again, see coL 5, lines 12-21); 

As described in Claims 6 and 10; 

i. the employee information includes a message to the employee 
(again, see col. 5, lines 12-21); 

As described in Claims 7 and 1 1 ; 

j. the employee information includes a clip art figure (see col. 6, lines 
26-29); 
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Tripathi does not expressly disclose use of mail sorting apparatus for internal 

mail. 

At the time of the invention, it would have been obvious to one ordinarily skilled in 
the art to have used the apparatus of Tripathi to sort mail items and place them into 
bins. This is suggested by Tripathi at col. 5, lines 12-21, which indicates that the items 
can be sorted before being mailed. Note also that sorting implies the segregation of 
mailpieces and their placing in a location or bin or the like for holding. 

Therefore, it would have been obvious to obtain the invention as described in 
Claims 1-11. 

Response to Arguments 
7. Applicant's arguments filed 1/20/04 have been fully considered but they are not 
persuasive. Applicant asserts that the prior art from the last office action does not 
include a system which addresses unaddressed letters and envelopes. Applicant notes 
that "unaddressed" mailpieces are created (processed?), then the address information 
applied. However, It is noted that Baker, for example does process and sort mail. 
Baker's system then prints address Information on an unaddressed mailpiece (1). 
Applicant states that "each aforesaid reference actually requires that each mailpiece 
have printed address information on it before any further addressing type of information 
may be added." However, unaddressed mailpiece (1) of Baker does not have any 
indicia or identifying Information on it that links it to the information bearing material 
placed inside it. In fact, Applicant's apparatus, as claimed, functions in this same way. 
Applicant's system creates a letter with information on it, which is then stuffed in an 
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envelope. The envelope, which is unaddressed, is then addressed using information 
from a database. Applicant appears to be arguing aspects that are not recited in 
Applicant's claims. For example, Applicant's claims do not recite where the database is 
located, exactly what it consists of, and exactly where in the process the database 
information is obtained. Further, it is not specifically stated where the information of the 
database is obtained from. There has to be some way of obtaining addressing 
information, otherwise, the mailpiece (1) of Baker would not be addressed to a particular 
destination. Applicant's claims still remain broad, inviting such interpretation. 

In addition, Axelrod's system has been applied against Applicant's broad claims. 
The system of Axelrod apprears to produce letters and associated unaddressed 
envelopes. However, these use traditional zipcodes and street addresses. It is 
considered that, at the very least, such information is functionally equivalent to internal 
mailstops and address destination information used for intemal mail. It may even be 
possible to argue that this system anticipates Applicant's claimed system, as currently 
written. Tripathi is also used to reject Applicant's claims in a similar fashion. 

Further, it can be argued that a system that assigns information to addressed 
mailpieces, such as that of Baker, is operable and capable of handling fully 
unaddressed envelopes, since the requirement of matching a destination of a customer 
or addressee with the correct letter and envelope originally generated together is made 
simpler by eliminating the bar code identification of the original mailpiece. 
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It is suggested that Applicant's claims, as currently written, and reasonably, 
broadly construed, are written In such a way as to invite reading of the prior art as 
discussed above. 

Therefore, the rejection of Claims 1-11 is maintained. 
8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jeffrey A. Shapiro whose telephone number is 
(703)308-3423. The examiner can nornrally be reached on Monday-Friday, 9:00 AM- 
5:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Donald P. Walsh can be reached on (703)306-4173. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status Information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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